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Honorable Commissioner of Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Office of Petitions: Attn: Mr. John J. Gillon, Jr. 

Dear Mr. Gillon: 



Responsive to the Decision Dismissing Petition, Mailed 29 April 
2005, Applicant and his attorney wish to thank you for the Notice of 
steps to be taken after dismissal of the Petition to Revive to maintain 
pendency of the above identified application. I anticipate that you will 
find this filing more complete than the initial petition to revive. 

Applicant's Attorney requests the examination of this response in 
an expedited manner which applicant's attorney believes the fee to be 
$135.00. Authorization is hereby given to charge to Deposit account 08- 
0207 this fee of $135.00, the fee for filing a petition to revive unavoidably 
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abandoned application for a small entity in the sum of $250.00, Terminal 
Disclaimer fee of $65.00 for a small entity and any other fee due on the 
submission of this Response is attached hereto. Applicant's Attorney 
understands that other fees which might be applicable to this 
submission such as filing a submission after final rejection in the sum of 
$385 for a small entity as well as a request for continued examination in 
the sum of $385 and fully authorizes any fees whatsoever of this 
application to be charged to Deposit account 08-0207. 

Applicant's Attorney has also attached a Terminal Disclaimer to 
Accompany Petition and authorizes the payment of the Terminal 
Disclaimer fee from Deposit Account 080207. Applicant's attorney 
further authorizes the payment of any fee for the filing of this Renewed 
Petition under 37 CFR 1.137(b) from Attorney's deposit Account 080207. 

The Office of Petitions has dismissed the first petition on the 
grounds that I did not change my address and this caused the 
application to become abandoned. I respectfully transverse the 
conclusion of the Office of Petitions. From the time line set forth below, 
had the examiner correctly reacted to my written request to change the 
attorney of record to myself in this matter and entered my address at 
21515 Hawthorne, BOTH the office action and the notice of 
abandonment would have been mailed to the 21515 Hawthorne address 
before I changed my address to the P.O. BOX 207 address. Further, even 
if I had entered a change of address, because the examiner did not 
process JOHN E. HALAMKA as the NEW attorney of record, any request 
submitted by John E. Halamka to change the address of the attorney of 
record in this matter would have been ignored as evidenced my by 
request for a copy of the file wrapper. The request for a copy of the file 
wrapper was not ignored but was not processed. Instead, my request for 
a copy of the file wrapper was challenged. When I submitted proof in the 
form of the POW I previously submitted on 1/5/01 that I was the true 
attorney of record, my request for a copy of the file wrapper was honored. 
All of this caused delay in obtaining information as to the status of the 
application. Upon finally obtaining status of the application I did not 
delay in filing a petition to revive the application. My prior attempt to 
determine status directly by filing a Request for Status, dated 17 March 
2003 (date signed), but date printed 2001, (see Exhibit 1) was probably 
ignored as I was not attorney of record. I have yet to receive any reply 
whatsoever to my written request for status of Serial No. 09/301,868. 
My records show that on 3 / 19/04 I attempted to call Examiner MAO 
MAI, I reached the office and left a message but no one returned my call 
again probably because I was not listed as attorney of record. 

The cited failure of John E. Halamka to timely enter a change of 
address therefore should not be considered dispositive of this case and 
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the petition to revive from abandonment should be reconsidered and 
granted. 

When I, John E. Halamka, as applicant's NEW attorney contacted 
the United States Patent Office to obtain a copy of the file wrapper for 
Serial No. 09/301,868 so that I could determine the status of the 
application, I was concerned that I was not listed as attorney of record 
for the above-identified application. I faxed a copy of the Power of 
Attorney to the United States Patent Office. In your decision, you stated 
that the Revocation (of the prior power of attorney of the Venture 
Group) /Power of attorney (appointing John E. Halamka) submitted on 10 
December 2004, hereby is acknowledged and accepted. Thank you for 
accepting me as the attorney of record in this matter as of 29 April 2005. 

/ 

As the record shows, (from my filed response not from the file 
wrapper) my first submission of this same document was on 5 January 
2001 . However it seems it was not processed by the examiner. My 
second submission of the same document was on 26 July 2004 when I 
requested a copy of the file wrapper for the second time, the first request 
for a copy of the file wrapper was not honored as I was not listed as 
attorney of record (see Exhibit 11). This second submission was 
accepted as I received a copy of the file wrapper by mail postmarked 4 
October 2004. (See Exhibit 2). 

As per your suggestion in the decision, I have attached (see 
Attachment 1) a formal request for a change of address in this matter 
and pray it be entered to reflect the full identification of the attorney of 
record for Patent Application Serial No. 09/301,868 to be: 

John E. Halamka 
P.O. Box 207 

Palos Verdes Estates, CA 90274 

310-316-6100 

Fax 310-541-8290 

Email - halamka@usc . edu 

Applicant's NEW attorney of record hereby respectfully submits 
that he has attempted to reconstruct the entire time line and history of 
this application to the best of his ability and sets forth that history as 
true and correct with supporting documents that can be found. 

A complete investigation of why this application became 
abandoned is still not positively clear and part can only be left to 
reasonable speculation, especially why the examiner did not process the 
Power of Attorney submitted 1 /5/2001 and enter JOHN E. HALAMKA as 
the attorney of record or give any notice of non-recognition. The 
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examiner obviously received the power of attorney and found it 
acceptable as he reviewed my 1/5/2001 response and issued an office 
action based upon that response. Had I not provided a document 
authorizing myself to be the new power of attorney, I understand that 
such a document would be ignored. However, it is this office action to 
my response to my 1/5/2001 that was not mailed to my office as 
requested and caused the application to become abandoned. 

The application was file on 29 April 1999 by the Patent Law & 
Venture Group, Suite K 105, 3151 Airway Avenue, Costa Mesa, CA 
92626. The first communication by the examiner required election of 
claims which was completed by the Patent Law & Venture Group. The 
next communication was an office action dated 7/5/00. The Patent Law 
& Venture Group mailed a Notice of Examination Status to the applicant 
on July 13, 2000 (A COPY OF WHICH IS ATTACHED AS EXHIBIT 3). 
The Applicant asked this office to take over the file and respond to the 
office action dated 7/5/00. I prepared a substitution of attorney for the 
applicant to sign, mailed it to him with instructions to sign and return. I 
received the signed substitution of attorney as indicated in the billing to 
applicant. (A COPY OF WHICH IS ATTACHED AS EXHIBIT 4) 

At the request of the applicant under power of attorney, I 
responded to the Office Action dated 7/5/00, a copy of the post card 
receipt for that response is attached as Exhibit 5. This card was not 
previously submitted as it had been filed in the PCT folder for this 
application instead of the U.S. Application folder for the application. The 
post card only lists the filing of the RESPONSE but does not list what 
was included in the response. However, the RESPONSE expressly states 
that it is being filed by a NEW attorney JOHN E. HALAMKA and 
expressly requests the examiner enter the change of name and address 
listed on the enclosed substitution of attorney and power of attorney to 
John E. Halamka, 21515 Hawthorne Blvd. Suite 590, Torrance, CA 
90503. (A copy of the first page of my 5/ 1/05 response obtained from 
the file wrapper of this application, not from my files, is attached as 
Exhibit 6). Kindly note on this first page that the Response to Office 
Action is address to Examiner MAO MAI. 

MISSING FROM THE COPY OF THE FILE WRAPPER I RECEIVED 
FOR THIS APPLICATION IS THE Substitution of Attorney I filed with the 
RESPONSE dated 1 /5/2001 to Office Action dated 7/5/00. This is 
where I can only surmise that Examiner MAO MAI received it as he 
would not have considered MY RESPONSE had it not been accompanied 
by the proper Substitution of Attorney. The record indicates that 
Examiner MAO MAI did process my 1/5/2001 RESPONSE and issued an 
office action acknowledging the response dated January 5, 2001 (the 
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response filed by this office). A copy of the first and last page of the 
Office action is attached as Exhibit 7. 

The Substitution of Attorney was certainly filed with my response 
on 5 January 2001 as I worked very diligently to prepare, send it to the 
client and follow up with the client to sign and send it back as 
demonstrated by my letter requesting the return of the power of attorney 
and increased fee for delayed response by 5 January 2001 as 
corroborated by a billing during the period of preparation of the 
RESPONSE to paper 5 and my inability to file the response without the 
signed power of attorney. (See again Exhibit 4) 

The law office from whom I rented space for 15 years at 21515 
Hawthorne renewed their lease near the end of 200 1 . During the 
negotiations, the firm elected to decrease their space but still had enough 
space for my office. However, I would have to pack up all of my office at 
one end of the space and move to the other end. At first I intended to 
stay but as I packed up and checked my calendar, I had only met with 
two clients in the office during the prior year. Most of my transactions 
with my clients are my mail, email or phone. Therefore, I made the 
election in December 2001 to simply move my office to a home office, cut 
the overhead and travel time. I submitted change of address cards to the 
U.S. Postal Service in December 2001. I understand the rules of the U.S. 
Postal Service to be the maintenance of a forwarding service for one year. 
Therefore, I should have received mail addressed to 21515 Hawthorne 
until at least December 2002. 

Initial Delay resulting in abandonment. 

The paper in question, paper 7, an office action mailed 03/30/01 
by Examiner MAO MAI should have reached me either directly from 
Examiner MAO MAI if the examiner had honored my request to take note 
of my office address as a NEW representative for the applicant supported 
by an executed power of attorney and my express reminder in the 
Response to the examiner to update the records of the Patent Office to 
reflect my Office name and Address as attorney of record for application 
serial No. 09/301,868 or indirectly through the Patent Law & Venture 
Group. Unfortunately, without my fault or the fault of the applicant, my 
request was not honored by Examiner MAO MAI compounded by my 
non-receipt of a forwarding of the 3/3/2001 Office Action from the Patent 
Law & Venture Group resulting in the UNAVOIDABLE abandonment of 
the application. I did all I that was required to do. The Applicant should 
not loose his rights because Examiner MAO MAI failed to process the 
change of address of NEW attorney of record and mailed the office action 
to the OLD attorney of record Patent Law & Venture Group (See Exhibit 
8). The notice of abandonment dated 11/06/01 was also mailed to the 
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Patent Law & Venture Group but NOT BY Examiner MAO MAI (See 
Exhibit 9). It was mailed by his supervisory patent examiner Mr. 
MILTON I. CANO. The Patent Law & Venture Group has no record of 
receiving the notice of abandonment so it was not forwarded to my office. 
At some time in this process, Examiner MAO MAI left his employment 
with the United States Patent and Trademark Office. 

I respectfully allege that both the office action and the notice of 
abandonment would have reached me at my 21515 Hawthorne address 
before I physically left that address on 4 January 2002 and if delayed in 
the mails certainly would have been delivered according to my change of 
address filed with the Post Office Change by December 2002. 

I set forth my first contact with the Patent Law & Venture Group in 
my initial petition to revive. In that inquiry I was informed that they did 
not receive the Office Action. However on 25 May 2005, I contacted Mr. 
Scott directly, the agent employed by the Patent Law & Venture Group to 
write the initial patent application to again confirm their non-receipt of 
the Office Action. The information I obtained during this second contact 
was different than the information I obtained in my first contact about a 
year ago. Mr. Scott accesses their calendar/ document data base and 
verbally confirmed to me that the Patent Law 8b Venture Group DID 
receive the Office Action dated 3/30/01 as someone had opened their 
data base and found the application was not "an active" file in their 
office. This person made an entry into the data system of receipt of an 
office action, but because it was not an active file "marked the office 
action with and X" and directed the paralegal to forward the office action 
to my office. 

My office was still active and located at 21515 Hawthorne Blvd., 
Suite 590, Torrance, CA 90503. I did not receive the forwarding of the 
office action from the Patent Law & Venture Group. BUT MOST 
SIGNIFICANTLY, had my submission on 5 January 2001 of a power of 
attorney been processed by the USPTO, my address entered into the 
application ad attorney of record, I would have received the office action 
DIRECTLY. 

The Patent Law 8b Venture Group does not have any record of 
receiving the Notice of Abandonment mailed 11/16/01. 

AGAIN MOST SIGNIFICANTLY , had my POW submitted 5 
January 2001 been correctly processed to change the name and address 
of the NEW attorney of Record for the application, I would have received 
the NOTICE OF ABANDONMENT at my office located at 21515 
Hawthorne Blvd., Suite 590, Torrance, CA 90503. 
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I DID NOT PHYSICALLY CHANGE MY ADDRESS UNTIL 
AFTER 1 JANUARY 2002, I paid rent to my landlord at 21515 
Hawthorne through December 2001 (a copy of the check book recorder 
sheet is attached hereto as Exhibit 10). 

I did not obtain a P.O. Box until 14 February 2002, (See Exhibit 
1 1), a copy of my check record of first payment of rent for the P.O. Box 
Number 207, Palos Verdes Estates, CA 90274. 

It is this fact that I seemed not to make absolutely clear in the 
original petition to revive, or clear to myself, leading to my attempting to 
find an excusable reason or why the patent was "inadvertently" 
abandoned and not unavoidably abandoned. The true facts are, I did 
everything I could to notify the examiner of the change of address for the 
NEW attorney of record but the examiner failed to process my request to 
change the address without notifying me of any reason to not honor my 
request. 

From December 2001 to at least February 2002 I started changing 
by mailing address (some to the P.O. Box 207 after 14 Feb. 2002) and 
before that I changed most of the publications and bills to 3005 Via 
Borica, Palos Verdes Estates, CA 90274. (See Exhibit 12, a copy of my 
paralegal's excel file tracking progress of the change of address process). 
I intensely worked on changing my address to P.O. Box 207, Pales Verdes 
Estates on all of my Trademark and Patent soon after 14 Feb. 2002. 

My former law office address at 21515 Hawthorne cooperated with 
me to continue to receive my mail, segregate it from other mail to the 
office, and I would stop by at first every day to pick up my mail and then 
less frequently as the address for the publications and other mail slowly 
was changed. 

Delay in filing initial Petition to Revive. 

On 4 May 2004 I filed a request for status for Patent Application 
Serial number 09/301,868; a copy of the post card receipt for that 
request is attached as Exhibit 13. My request for status was not present 
in the file wrapper. As I was hot listed as attorney of record, my request 
for status my have been ignored. However, I was not informed that it 
had been ignored and therefore could not take any corrective action as I 
did in my subsequent request for a copy of the file wrapper. 

As a parallel activity to my prosecution of the U.S. Patent 
Application Serial No. 09/301,868, my client authorized me to file a PCT 
application based on the U.S. application. This PCT application was filed 
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on 27 April 2000 as International application no. PCT/US/ 1 1269, from 
my address at 21515 Hawthorne Blvd. Suite 590, Torrance, CA 90503 as 
original Attorney of Record. 

The Notification of Transmittal of the International Search Report 
was mailed to my office at 21515 Hawthorne Blvd., Suite 590, Torrance, 
CA 90503 dated 31 July 2000 by Authorized Officer MAI HAO, a copy of 
this mailing is attached as Exhibit 14. 

I am not familiar with the internal policies and workings of the 
USPTO but in my practice, I have observed that the same examiner that 
is appointed to the U.S. application is also appointed to the PCT 
application. 

The point being that as the exact same examiner on the exact same 
subject matter for PCT/US00/ 1 1269 would use my address at 21515 
Hawthorne Blvd to send the International Search Report for the PCT 
application on 3 1 July 2000 I would seem to have a reasonable 
expectation that the same examiner when processing paper 7, dated 
3/30/2001 for application 09/301,868 may have noticed an issue with 
an address inconsistence. This may be a totally unwarranted 
expectation considering the volume of work the examiner must process 
and the timing of the leaving of employment of MAI HAO at the USPTO. 
Thus it is not presented as justification but only as a point to consider. 

Further as an indication of a problem with the US and the PCT 
files as processed by the USPTO, I filed a Response to Written Opinion for 
PCT/US00/ 1 1269 on 2 June 2001, a copy of that response and post 
card receipt is attached as Exhibit 15. This response was not in the copy 
of the file wrapper requested below which would explain why I did not 
receive any reply to my requests to modify the application. 

I filed a request for Status for PCT/US00/ 1 1269 on 4 May 2004 as 
shown by a copy of the request and the Post Card receipt dated 1 1 May 
2004 is attached as combined Exhibit 16. Please note that I had 
submitted a request for address change to P.O. Box 207, Palos Verdes 
Estates, CA 90274 included in that document which was forwarded to 
the international Bureau of WIPO on 7 Jun 2004. BUT I NEVER 
RECEIVED ANY REPLY WHATSOEVER TO MY REQUEST FOR STATUS. 

My First request for a copy of the file wrapper for 09/301,868 was 
made on 12 July 2004 by fax. The request was denied because I was not 
the attorney of record even though I responded to paper 5 and expressly 
requested my office be made the attorney of record. (See Exhibit 6) This 
probably explains why my request for status filed 4 May 2004 (see 
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Exhibit 13) was not honored or even sent back to me with an explanation 
of why the request could not be fulfilled. 

The above request for the file wrapper for 09/301,868 contained a 
request for the file wrapper for PCT/US00/ 1 1269. The PCT file wrapper 
was sent to me as order 1205737, postmarked August 27, 2004. (See 
Exhibit 17). 

The denial, dated 7/ 14/04, of my request for the file wrapper for 
09/301,868 (see Exhibit 18 gives evidence that had I submitted a change 
of address request it would have been ignored or not accepted. 
Therefore, the dismissal of my petition on the grounds that I had not 
submitted a change of address- should be reversed as requiring the 
performance of an action that was IMPOSSIPLE. 

My second request for a copy of the file wrapper for 09/301,868 
was dated 26 July. 2004 and faxed to 703-308-7948. Attached to the 
request was a copy of the Declaration and Power of Attorney signed by 
Applicant, Mark James Beckman, the same document filed with my 
response dated 5 January 2001. A copy of this second request is 
attached as Exhibit 19 which includes a FOLLOW up request after 
9/9/04 and notice of problem in filling the request in response to my 
follow up fax. Again, a delay in obtaining any information about the 
status of 09/301,868 not in my control. 

Change of Address: 

According to my paralegal billing sheet my desk was moved from 
21515 Hawthorne on 1/4/02 and my office started working on change of 
address for my trademark and patent files at least as early as 1/14/02. 
(See Exhibit 20) I attempted to find the forms or ability to file 
electronically. I filed my change of address for registered attorneys and 
agents on 24 January 2003 (see Exhibit 21). 

I continued to have my paralegal compile the paper request for 
change of correspondence address, PATENT, for my active files. I found 
my copy of the stack of requests. To my disappointment and surprise, 
no change of address was filed out for my client Mark J. Beckman. On 
double checking my list of active files against submitted change of 
address requests, Mr. Beckman 's application Serial No. 09/301,868 is 
the only client left out this effort. However, as pointed out above, even if 
I had submitted a change of address for the application in the name of 
Mr. Beckman in this effort, such an effort would have been ignored as I 
was not listed as attorney of record and the same result of unavoidable 
abandonment of the application would have resulted. 
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According to the decision on my Petition to Revive Mr. Beckman's 
application, my STATUS as attorney of record for Application Serial No. 
09/301,868 was not entered until 29 April 2005. I respectfully submit 
that any request to change address before 29 April 2005 I would not 
have been honored. 

RESPONSE TO BACKGROUND (in the DECISION mailed April 29 2005) 

• "Petitioner failed to reply timely and properly to the non-final Office 
action mailed on 30 March, 2001, ..." 

THIS ACTION WAS LABLED FINAL and addressed to the Patent 
Law 85 Venture Group instead of my office as requested in my 5 January 
2001 Response to office action, see Exhibits 6 and 7. I have reviewed all 
of the rules and regulations relating to a proper response to a FINAL 
action. One of the choices is to file a CIP but it also requires a request to 
continue examination. It may be this lack of RCE that your office finds 
not "proper". If this is the only portion of the response that is not 
proper, I respectfully traverse the conclusion and contend that the body 
of the response - 

"Applicant's attorney respectfully requests the filing of the 
Continuation in Part with the priority of the original patent 
application pending its successful revival. 

Upon consideration of the above remarks, the applicant 
respectfully believes that the application will be found in condition for 
review and such review is respectfully solicited." 

pointing out that I am filing a response in the form of a CIP in place of 
the pending application and pray for a finding that the CIP is now in a 
condition for review and requesting such review coupled with the 
payment of the petition fee and any other fees deemed to be due for the 
filing in the petition meets the requirements intent for the RCE as set 
forth in MPEP Section 711.03(c). 

An amended response attempting to expressly meet the 
requirements of Section 71 1.03(c) is attached hereto (see Attachment 2) 
and acceptance of this amended response is respectfully requested. 

I can state with an absolute certainty that the entire delay from the 
date the office action was mailed on 3/3/01 until the filing of the first 
petition to revive from abandonment for failure to respond to that office 
action on 10 December 2004 was UNINTENTIONAL on the part of 
applicant and his new attorney of record, John E. Halamka. 
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• "the instant application went, abandoned after midnight 30 June, 
2001;" 

The Office action was not received directly in my office from the 
USPTO or indirectly through the Patent Law & Venture Group. Had it 
been received, I certainly was authorized by the applicant to timely 
respond and would have rather than allow the application to go 
abandoned. 

• "the office mailed a Notice of Abandonment on 6 November 2001:* 

The office mailed the noticed of Abandonment to the Patent Law & 
Venture Group according to the address on the Notice but the Patent 
Law & Venture Group does not have a record of receipt of the notice. 
Had they received it, they would have mailed it to my 21515 
Hawthorne Blvd. address as the claim they mailed the Office action. 
The notice of abandonment should have been mailed to my 21515 
Hawthorne Blvd. address per my request submitted 5 January 2001. 

Had I received the notice of abandonment, I certainly would have 
immediately replied to the, notice rather than allow an application of 
my client go abandoned. I also respectfully contend that had the 
Patent & Venture Group received the notice of abandonment for 
failure to respond to the office action, they would have made an effort 
to confirm that the abandonment was intentional and not 
unintentional. At least that is what I would have done for any such 
application I have assisted to insure the protection of the applicant's 
rights. 

• "although Petitioner discusses activities alleged to have occurred 
dating back to January 2001 through the filing of the instant 
petition on 10 December 2004, there is no evidence of record that 
indicates that Petition Noticed the Office with a Revocation /Power 
of Attorney Prior of 10 December 2004- contemporaneously with 
the filing of the instant petition;" 

I submitted the "Revocation /Power of Attorney" first on 5 January 
2001; see Exhibit 6 with my response acknowledged in Exhibit 7. 

I submitted the "Revocation /Power of Attorney for a second time 
on 26 July 2004 with my second request for a copy of the file wrapper 
for 09/301,868. See Exhibit 19. 
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• "in fact, the instant petition recites: "I suspect that because I was 
not Attorney of record for 09/301,868, my request to change (the 
address of record in the application] was not honored"; 

This was a guess based upon my good faith belief that I had 
actually submitted a change of address for all of my patent files after I 
obtained the P.O. Box as I continued to work on verification of the 
change of address by updating my data base from at least 14 
February 2002 to the present. My large stack of change of address 
forms mailed to the USPTO failed to support my belief. Somehow, this 
seems to be the one and only file that was not included in that large 
stack. However, as set forth above, my request to substitute me as 
attorney of record and express request to change of address to 21515 
Hawthorne Blvd. was not honored even though supported by a power 
of attorney (which seems to have been disregarded and not even made 
a part of the file wrapper. However, the examiner did acknowledge my 
filing and did examine my response and issue an office action based 
on my response. Had my original change of address (1/5/2000) been 
honored and the office action mailed to my 21515 Hawthorne address 
as requested, I submit this entire activity to revive the application 
unintentionally abandoned would not have occurred. 

• "Petitioner provides no documentary evidence, such as date- 
stamped receipt cards (see: MPEP Section 503) to support 
allegations as to any filings - including Requests for Status;" 

I had presumed that the requests for status for 09/301,868 and 
the companion PCT application PCT/US00/ 1 1269 were of record with 
the USPTO. Upon examination of the file wrapper for 09/301,868 I 
find my request for status MISSING from the file wrapper. I did find 
my request for status for PCT/US00/ 1 1269 in the file wrapper but I 
have not received any response whatsoever to that request for status. 
(See Exhibits 13 and 16). 

• "moreover, as of this writing Petitioner provides no sufficient basis 
for waiting almost 43 months to act to revive the instant 
application: and" 

I anticipate that my dialogue herein tracing work on the 
companion filing of the PCT with responses from examiner MAI MAI 
which gave me evidence that work was in process for the U.S. 
application 09/301,868 and my efforts starting 7 May 2004 to obtain 
status which was DELAYED because I was not listed as attorney of 
record sufficiently explains much of the activity during the 43 months 
to satisfy the requirement to justify the withdrawal of the notice of 
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abandonment and a finding of revival of the application on the basis 
that much of the delay was unavoidable due to the difficulty in 
determining the status of the application. 

• "While Petitioner suggests at one point in the petition and the 
Power of Attorney submitted directs that his office address is as 
listed at the top of this decision, he indicates at another that his 
address P.O. Box 207, Palos Verdes Estates, CA 90274 - however, 
there is no indication that a formal Notice of Change of Address 
has been filed of record herein, and Petitioner must cure that 
deficiency;" 

Please see Attachment 1 , a formal request to change my address 
for 09/301,868. Again, had I submitted it before your entry of my 
POW on 29 April 2005, any prior request to change my address would 
have been ignored. 

• "Petitioner acknowledges that his response is to a final Office 
action, however, his reply is not a proper reply as submitted with 
the instant petition to a final office action and Petitioner is directed 
to the regulations at 37 C.F.R. Section 1.14.* 

Please see Attachment 2, a supplemental response containing 
authorization to pay the fees for a request for continued examination 
for the CIP filed based on 09/301,868. 

• "Petitioner styles his petition as one alleging "unavoidable delay" to 
be considered under 37 C.F.R. Section 1.37(a), and buries within 
the paper what appears to be an alternative plea for relief under 
the provisions of 37 C.F.R. Section 1.37(b) - i.e. alleging 
unintentional delay - and Petitioner is directed to the regulations 
at C.F.R. Section 1.4(d);" 

As stated in the above dialog, I did not properly analyze the time 
line of submission of the POW with request to change the attorney 
and address of record or 0/301,868 and the incorrect processing of 
that request so that the office action of 3/3/01 was mailed to the 
initial attorney of record. This I was searching for some other reason 
to justify the actions taken in the application. I knew that I had no 
intention to unavoidably delay a response so I looked for some reason 
that would support unintentional delay. (Frankly, the concepts still 
are not fully clear in my mind as there seems to be some overlap and 
gray area in the definitions) 
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A Terminal Disclaimer (with fee) to accompany petition is enclosed 
as Attachment 3. As Petitioner is not all that familiar with the 
calculation of the term of the terminal disclaimer he at least believes 
the maximum term should be from the date of the abandonment, 
6/30/01 to the first attempt to obtain status in this matter, 4 May 
2004, a period of 34 months and 16 days. 

• "Petitioner suggests but does not support allegations to be 

considered as a request to withdraw the holding of abandonment 
under 37 C.F.R. Section 1.181." 

Applicants Attorney hereby expressly request the withdrawal of 
the holding of abandonment and a finding that this supplement to 
Petition to Revive is sufficient to render a finding that the application 
is entitled to be revived. 

I do thank you for considering the petition as poorly conceived as it 
is and your entering myself as attorney in record in the matter. As you 
point out, the address associated with myself under the power of 
attorney you have accepted reflects my former address of 21515 
Hawthorne Blvd. and must be changed to my new P.O. Box 207 address. 
I have enclosed a formal request to change my address for Application 
Serial No. 90/301,868 and respectfully request it be entered. 

I received your decision dated 29 April 2005 denying my prior 
petition and immediately started this supplemental response. It has 
taken over 35 hours to compile the information, exhibits and write an 
understandable petition. I have filed the petition before the two month 
deadline. 

I anticipate the activity set forth to obtain status, a copy of the file 
wrapper, file an initial petition and now a supplemental petition 
demonstrates sufficient activity on my part in the "43 "months between 
the mailing of the office action and the filing of this supplemental petition 
to qualify for due diligence in the prosecution of this application to 
qualify for consideration to revive the application from abandonment. 

Enclosed are: 

1. UPDATED Response to Office action dated 3/30/01 

2. Terminal Disclaimer 

3. Request to change address 
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As this response is filed within the two months from the mailing of 
the Decision Dismissing Petition, applicant's attorney believes that no 
additional fees are due other than a new petition fee and the fee due for 
my request for priority processing of the renewed petition. However, 
applicant's attorney authorizes any other fees found to be due to be 
charged to Deposit Account 08-0207. 

In case the examiner finds the application is not yet in condition 
for allowance, applicant's attorney respectfully requests immediate 
notification of any deficiency to which applicant's attorney will 
immediately respond to correct such deficiency, if any. 

Timely notice of allowance of this application is hereby respectfully 
requested. 
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PA1553 



IN THE UNITED STATES PATENT 
AND TRADEMARK OFFICE 



In re Patent Application of 

BECKMAN, MARK J. 

Serial No.:09/301,868 
Filed: 04/29/1999 



For: SNACK PACKAGE 
ADAPTER FOR A 
BOTTLE 

Group: 1761 

Examiner: HAO MAI 



GROUP NUMBER 1761 

I hereby certify that this correspondence 
is being deposited with the United 
States Postal Service as first 
class mail in an envelope 

ADDRESSED TO: 

Assistant Commissioner of Patents 

and Trademarks, Washington, 

D.C. 20.23 U 



On 



'loo 1 



John E. Halamka 
Dated: 17 March 2001 
Torrance, California 



REQUEST FOR STATUS 



RECEIVED 

JUL 0 7 2005 
OFFICE OF PETITIONS 



Honorable Assistant Commissioner of Patents and Trademarks 
Washington, D. C. 20231 
Attn: Art Group 3724 

Dear Assistant Commissioner: 

This office is attorney of record for the applicant. As we have not 
had any correspondence after the filing the response to Paper 5, we 
respectfully request notification of the status of the examination of the 
application. 



Respectfully submitted, 

John E. Halamka 




& VenDttauire Notice of Examination Status 

Go^lWtP™ (Utility Application) 



DATE: July 13,2000 DOCKET #: Beckma.M-1 

TO: Mark J. Beckman 
4288 Klump Ave 
Studio City, CA 91602 

APPLICATION NO. : 09301868 TITLE: Snack Package Adapted For A Bottle 

We have received notice in the above application from the United States Patent Office. Status is as 
follows: claims 1-17 are pending in the application, claims 1-9 were withdrawn in accordance with 
your election and, after initial examination, claims 10-17 are provisionally rejected under 
obviousness and/or anticipation arguments with respect to combinations of the prior art references 
to Brauner et al, Barnes and LaBarbera. Initial rejections are common when a PTO search uncovers 
art which the Examiner believes is relevent to the case and therefore requires further perspective 
evaluaton relative to the claimed subject matter. Certain informalities sited by the Examiner can be 
corrected without difficulty, but an initial review of the rejecting art indicates that it may be 
difficult to overcome this rejection. However, it is clear to me that the differences in structure 
between the rejecting art and the instant invention are not merely a matter of design choice, bu t of 
s olid invention for purposes of impo rt. Addition of further matter would improve your case. 

1. If you wish, we will proceed with revisions to the text, claims or drawings of the application 
necessary to defend your case. This response will then be submitted to the PTO for their further 
evaluation. Our prepaid fee for this work is $525. There is no PTO fee required for this action. 
If conference time in our office is necessary it will be billed separately. Our projected turn- 
around time for defensive responses is about four weeks after receipt of your order to proceed. 

2. If you have new invention modifications which fall within the scope and objectives of the 
existing application, now is the time to let us know so they may be included. 

3. If you have further revisions or improvements, which fall outside the scope and objectives of 
the present application you may wish to file a "Continuation In Part" (CIP) application to 
protect these improvements. If you elect to file a CIP you may drop the present case, or not, at 
your discretion. The CIP application will protect the orignal filing date for those portions which 
are taken from the present application. A CIP must be filed before the present case is issued or 
abandoned. Our fee for preparation of a CIP generally falls between $900 and $2295 depending 
upon how extensive the additional material is. This option requires a PTO fee of $370. 

Please note that if a response to the above action is not taken within about 10 weeks, the 
ap plication will be considered abandoned by the U.S. Patent & Trademark Office, 

Respectfully, 

Gene Scott, Registered Patent Agent 

3151 Airway Avenue, Ste. K-105, Costa Mesa, CA 92626 ^ ? 

Phone: 714/ 668-*3&14< Fax.: 714/ 668-0583 E-mail: email(o).4patlaw.con^ )(j 
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LAW OFFICES 



JOHN E. HAIAMKA 



21515 HAWTHORNE BOULEVARD, SUITE 590 



TORRANCE, CALIFORNIA 90503 
(310)316-6100 



FACSIMILE: (310) 543-4507 
EMAIL: halamka@usc.edu 



Deqember-5; 2000 



Mr. Mark James Beckman 
4288 Klump Ave. 
Studio City, CA 91602 



Re: RESPONSE TO 

US OFFICE ACTION 



Dear Mark: 




Please find enclosed a draft of the response to the US OFFICES^ 
ACTION. Because I did not receive the substitute of attorney/ power of 
attorney to represent you on or before 5 December, it was not filed. 

I will continue to work on the response to draft arguments against 
the cited art to better prepare the response. It took more effort than 
anticipated to correct the writing of Mr. Scott to try to overcome the 
objections raised by the examiner.. 

Kindly forward the power of attorney and increased filing fee at 
your earliest convenience but no later than: 



If the response is filed after 5 January, the fee increases another 
$250.00. 

Please find enclosed a copy of the PCT application. As I did not 
have the changes made in the U.S. Office response to file with the PCT 
Demand for Chapter II, I will have to incorporate the changes at another 
appropriate time. 
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EXHIBI 



Law Offices of John E. Halamka 
21515 Hawthorne Blvd. Suite 590 
Torrance, CA 90503 



Invoice submitted to: 
Mr. Mark James Beckman 
4288 Klump Avenue 
Studio City CA 91602 



December 05, 2000 

In Reference To: filing of PCT application written by another firm 
Invoice #10037 



Professional Services 



Hrs/Rate 



Amount 



4/24/00 Review U.S. Patent filling for SNACK PACKAGE ADAPTED FOR A 
BOTTLE 

and recomend actions for PCT filing. .5hr N/C 

Write letter recommending actions and retainer for direction. .7 n/c 

4/26/00 Prepare Retainer agreement and transmittal papers for PCT Request. 



1.20 NO CHARGE 
210.00/hr 



1.80 
210.00/hr 



378.00 



consultation regarding protection of intellectual property rights by PCT 
filing and marketing of device 

4/27/00 Prepare Prior U.S. Federal Patent application for PCT filing 



1.00 
210.00/hr 

1.20 
210.00/hr 



210.00 



252.00 



6/26/00 T/C PTO re extension of time to respond to notice to correct deficiencies 1 .90 399.00 

in format of PCT application, confrim extension and place spec and claims 210.00/hr 
in order on A size paper, inform client and prepare patent draftsman to 
respond to request. 

1 MZifOO Prepareland file Response to US examiner and pay one month extension 2.70 567.00 

ferof*$55 - ~ 210.00/hr 



1 1 A3O/O0* Prepare DECand kP©W*f or response to P^^ by 
another:bffice. 



0.20 
210.00/hr 



42.00 



Mr. Mark James Beckman 



12/1/00 Prepare response to PA Office Action for US filing by another office. 

Included redo of spec and claim 10 and the claims dependent thereon to 
overcome "adapted" written by original attorney. Can use all of this work 
for the generation of substitute pages for the PCT. 

12/5/00 Review office action, update claim 10 and dependent claims, draft 
argunrients against cited prior art in preparation for filing. DID NOT 
REGEIWE^©^ 



Hrs/Rate 

5.00 
210.00/hr 



2.10 
21(K00/hr 



For professional services rendered 1 7.10 

Additional Charges : 
4/27/00 PCT filing fee for filing copy of U.S. Patent 

6/19/00 Certified copy Issued to international searching entity for PCT 

Express mail response to notice to correct format issues in PCT filing 

7/12/00 Order FORMAL Drawings due Upon filing for PCT, review, and respond to PTO 
draftsman office action. 

11/6/00 CHAPTER II DEMAND fee due before end of 19th month after priority date. 

1 2/5/Q0*AdditionaU^ of attorney by 5 December 

Total costs 



Page 2 
Amount 
1,050.00 



441.00 

$3,339.00 

1,853.00 
25.00 
15.00 
25.00 

1,200.00 

825.00 
140.00 

$4,083.00 



Total amount of this bill 

4/27/00 Payment - Thank You 
6/30/00 Payment - Thank You 
1 1/20/00 Payment - Thank You 



$7,422.00 

($3,200.00) 
($1,200.00) 
($782.00) 



Total payments and adjustments 



($5,182.00) 



Balance due 



$2,240.00 
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n\ i tic u ini i CiD omicio rrtic/l 

AND TRADEMARK OFFICE j t£ 



In re Patent Application of GROUP NUMBER 176 

BECKMAN, MARK J. I hereby certify that this 

correspondence was 
deposited with the United 

Serial No. : 09/ 30 1 ,868 States Postal Service as Express 

mail in an 

Filed: 04 / 29/99 envelope ADDRESSED TO: 

Commissioner of Patents 
For: SNACK PACKAGE ADAPTER and Trademarks, Washington, 
FOR A BOTTLE D.C. 2023 1 on " 

Group: 1761 




John E. Halamka ^ { __ 

Examiner: HAO MAI Dated: 5 January 5, 2001 o S <-) 

Torrance, California l _ — rn 

— 

RESPONSE TO PAPER NUMBER 5 p 'o 

O 

Honorable Commissioner of Patents and Trademarks ■% 

Washington, D. C. 20231 

Attn: MR. HAO MAI, Art Unit 1761 

Responsive to the office action dated 7/5/00, applicant submits 
the following as filed by a ? njew?a€tomey*of re^rd?^ an 
es^"ted%eclat^ti6n arid substitution of attorney is-attached hereto. 
Applicant's new attorney of record requests the changes to address arid 
phone number be entered into the record and the following comments - 
and changes be considered: 

The examiner has rejected the remaining claims 10-17 as being 
indefinite for failing to particularly point out and distinctively claim the 
subject matter which applicant regards as the invention. In particular, « 
the examiner expressly states that the use of the terms "adapted" and 
"enable" do not positively recite the claimed invention. 

Applicant's attorney has reviewed the specification and claims and 
has clarified the use of the terms "adapted" and "enable" with the 
changes to the specification and claims to follow. Applicant's attorney 
respectfully believes that he has not added any new matter to the 
application by these changes and that such changes place the claims as 
supported by the specification in a state to be examined. 
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H Responsive to communication(s) filed or? Jan*5^2QQL- • 

IS This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 3 month(s) f or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 

Disposition of Claims 

Kl Clairn(s): 7(M7 is/are pending in the application. 

Of the.above, claim(s) is/are withdrawn from consideration. 

□ Claim(s) is ' are allowed. 

@3 Claim(s) 10-17 is/are rejected. 

□ Claim(s) is/are objected to. 

□ Claims are subject to restriction or election requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is dpproved [disapproved. 

□ The specification is objected to by the .Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All □ Some* DNone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 

•Certified copies not received: 

□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

(9 Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 



— SEE OFFICE ACTION ON THE FOLLOWING PAGES — 



(J. S. Patent and Trademark Office 



Office Action Summary 



Part of Paper No. 



7 



PTO-326 (Rev. 9-95) 



EXHIBIT 7 



Art Unit: 1761 



A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant-to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event will the 
statutory period for reply expire later than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the Examiner 
should be directed to Haitian whose telephone number is (703) 306-9171. The Examiner can 
normally be reached on Monday-Thursday from 8AM-4.30PM. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Milton Cano (703)308-3959. 

The fax phone number for this group is (703) 305-3599 or 305-7718. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-0661. 



Patent Examiner/ Art Unit 1761 




MILTON CANO 
PRIMARY EXAMINER 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



09/301 , 363 04/29/99 BECKMAN 



r 



IM22/0330 



PATENT LAW & VENTURE GROUP 

SUITE K 105 

3151 AIRWAY AVENUE 

COSTA MESA CA 92626 



M 



BECKMA.M-1 



EXAMINER 



MAI,H 



ART UNIT 



PAPER NUMBER 



1761 
DATE MAILED: 



03/30/01 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 

Commissioner of Patents and Trademarks 



PTO-90C (Rev. 11/00) 



1- File Copy 



/ 1 ^ 



UNITED STAT DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

Address: ' COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington. D.C. 20231 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



BECKMAN 



r 



IM52/1 106 



PATENT LAW & VENTURE I3ROUP 

SUITE K 105 

3151 AIRWAY AVENUE 

COSTA MESA CA 92626 



BECK MA. M~ 1 



EXAMINER 



ART UNIT 



PAPER NUMBER 



1761 
DATE (WAILED: 



i 



i i/06/o : 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 



Commissioner of Patents and Trademarks 



PTO-90C (Rev. 2/95) 



1- File Copy 




Bil 9 



- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address - 
This application is abandoned in view of: 

1 .E3 Applicant's failure to timely file a proper reply to the Office letter mailed on . 

(a) □ A reply was received on (with a Certificate of Mailing or Transmission dated 

}, which is after the expiration of the period for reply (including a total extension of time of 

month(s)) which expired on . 



(b) □ A proposed reply was received on , but it does not constitute a proper reply under 37 CFR 

1.11 3(a) to the final rejection. 
(A proper reply under 37 CFR 1.113 to a final rejection consists only of: (1) a timely filed amendment which places 
the application in condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed 
Request for Continued Examination (RCE) in compliance with 37 CFR 1.114). 

(c) IZj No response has been received. 



2.D Applicant's failure to timely pay the required issue fee and publication fee, if applicable, within the statutory period 
of three months from the mailing date of the Notice of Allowance (PTOL-85). 

(a) □ The issue fee and publication fee, if applicable, was received on (with a Certificate of Mailing or 

Transmission dated ), which is after the expiration of the statutory period for payment of the 

issue fee {and publication fee) set in the Notice of Allowance. 

(b) □ The submitted issue fee of $_ is insufficient. A balance of $ is due. 

The issue fee required by 37 CFR 1.18 is $ . The publication fee, if required by 37 CFR 1.18(d) is $ 

(c) □ The issue fee and publication fee, if applicable, has not been received. 



3. □ Applicant's failure to timely file new formal drawings as required by, and within the three-month period set in, the 

Notice of Allowability (PTO-37). 

(a) □ Proposed new formal drawings were received on (with a Certificate of Mailing or 

Transmission dated ), which is after the expiration of the period for reply. 

(b) □ The proposed new formal drawings filed on are not acceptable and the period for reply has 

expired. 

(c) □ No proposed new formal drawings have been received. 

4. D The letter of express abandonment which is signed by the attorney or agent of record, the assignee of the entire 

interest, or all of the applicants. 

5. D The letter of express abandonment which is signed by an attorney or agent (acting in a representative capacity 

under 37 CFR 1.34(a)) upon the filing of a continuing application. 



6. □ The decision by the Board of Patent Appeals and Interferences rendered on ; and because the 

period for seeking court review of the decision has expired and there are no allowed claims^- 

7. D The reason(s) below: A^^» 




nTECHWOLOGY CENTER 1700 



U. S. Patent and Tradematfc Offica 

PTO-1432 (Rev. 9-00) 



Notice of Abandonment 



Part of PaBNBtfWd. £ 
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Law Office of 
John E. Halamka 
P.O. Box 207 
Palos Verdes Estates 
CA 90274 
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PATENT COOPERATION TREATY 



From the INTERNATIONAL SEARCHING AUTHORITY 



To: JOHN E. HALAMKA 

21515 HAWTHORNE BLVD., 
SUITE 590 

TORRANCE CA 90503 


PCT 

NOTIFICATION OF TRANSMITTAL OF 
THE INTERNATIONAL SEARCH REPORT 
OR THE DECLARATION 

(PCT Rule 44.1) 


Date of Mailing 
(day! month/year) 


Applicant's or agent's file reference 
PA 1.640. PCT 


FOR FURTHER ACTION See paragraphs 1 and 4 below 


International application No. 
PCT/US00/11269 


International filing date 
(day/ month/year) 

27 APRIL 2000 


Applicant 
BECKMAN, MARK JAMES 



The applicant is hereby notified that the international search report has been established and is transmitted herewith. 
Filing of amendments and statement under Article 19: 

The applicant is entitled, if he so wishes, to amend the claims of the international application (see Rule 46): 

When? The time limit for filing such amendments is normally 2 months from the date of transmittal of the 
international search report; however, for more details, see the notes on the accompanying sheet. 

Where? Directly to the International Bureau of WIPO 
34, chemin des Colombettes 
1211 Geneva 20, Switzerland 
Facsimile No.: (41-22) 740.14.35 

For more detailed instructions, see the notes on the accompanying sheet. 



2.1 — I The applicant is hereby notified that no international search report will be established and that the declaration under 
I — I Article 17(2)(a) to that effect is transmitted herewith. 

3. | j With regard to the protest against payment of (an) additional fee(s) under Rule 40.2, the applicant is notified that: 

□ the protest together with the decision thereon iias bt.n transmitted to the International Bureau together with the 
applicant's request to forward the texts of both the protest and the decision thereon to the designated Offices. 

| | no decision has been made yet on the protest; the applicant will be notified as soon as a decision is made. 

4. Further action(s): The applicant is reminded of the following: 

Shortly after 18 months from the priority date, the international application will be published by the International Bureau. 
If the applicant wishes to avoid or postpone publication, a notice of withdrawal of the international application, or of the 
priority claim, must reach the International Bureau as provided in rules 90 bis 1 and 90 bis 3, respectively, before the 
completion of the technical preparations for international publication. 

Within 19 months from the priority date, a demand for international preliminary examination must be filed if the applicant 
wishes to postpone the entry into the national phase until 30 months from the priority date (in some Offices even later). 

Within 20 mouths from the priority date, the applicant must perform the prescribed acts for entry into the national phase 
before all designated Offices which have not been elected in the demand or in a later election within 19 months from the 
priority date or could not be elected because they are not bound by Chapter II. 



Name and mailing address of the ISA/US 

Commissioner of Patents and Trademarks 
Box PCT 

Washington, D.C. 20231 
Facsimile No. (703) 305-3230 



Authorized officer 
MAI HAO 



Telephone No. (703) 308-0661 



FY" ""\ 



PCT 



INTERNATIONAL SEARCH REPORT 

(PCT Article 18 and Rules 43 and 44) 



Applicant's or agent's file reference 
PA1.640.PCT 


FOR FURTHER see Notification of Transmittal of International Search Report 
ACTION (Form PCT/ISA/220) as well as, where applicable, item 5 below. 


International application No. 
PCT/USOO/ 11269 


International filing date (day/month/year) 
27 APRIL 200C 


(Earliest) Priority Dale (day/montli/year) 
29 APRIL 


Applicant ; 
BECKMAN, MARK JAMES 



This international search report has been prepared by this International Searching Authority and is transmitted to the applicant 
according to Article 18. A copy is being transmitted to the International Bureau. 

This international search report consists of a total of ^) sheets. 

It is also accompanied by a copy of each prior art document cited in this report. 



I. 



Basis of the report 

a. With regard to the language, the international search was carried out on the basis of the international application in the 
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The technical features mentioned in the abstract do not include a reference sign 
between parentheses (PCT Rule 8.1(d)). 



A combination drink bottle(lO), snack package(20) and envelope(30) provides a 
cylindrical bottle wall(12) joined axially with a diminished diameter bottle 
neck(14), which terminates at a removable bottle cap(16). The sealed snack 
package(20) contains a snack food(22) adapted for being wrapped around for over 
the bottle neck(14) for intimate abutment therewith. The envelope has a cylindrical 
envelope wall terminating with an aperture at one end thereof, the aperture adapted 
for accepting the bottle neck(14) and for positionning an inner furface of the 
envelope wall intimately against the botttle wall(12) for securement therewith, the 
envelope further enabled for pressing the snack package against the bottle neck(14), 
the envelope wall extending diametrically from the bottle wall no more than by the 
thickness of the envelop wall. 
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IN THE UNITED STATES PATENT 
AND TRADEMARK OFFICE 



In re Patent Application of 
MARK JAMES BECKMAN 

Infl App. # PCT/USOO/ 1 1269 
Filed: 27 April, 2000 



PRIORITY DATE: 29 April, 1999 
For: SNACK' PACKAGE ADAPTED 
FOR A BOTTLE 



PCT Operations-IAPD Team 2 



I hereby certify that this 
correspondence is being deposited 
with the United 

States Postal Service as express mail 
in an envelope 

ADDRESSED TO: 

Ass't Commissioner for Patents 

Box PCT 

Washington,D.C. 20231 




Examiner: Mr. Hao Mai 



John E. Halamka 
Dated/ June 2, 2001 

Torrance, California 



RESPONSE 

Assistant Commissioner for Patents 
Box PCT 

Washington, D.C. 20231 
Attn: Mr. Hao Mai 

Dear Mr. Mai: 

Responsive to the Written Opinion dated April 2, 2001, please 
accept this response containing the following items: 



Thi§ written discussion of possible inconsistencies in the 
application specification and claims with suggested changes which are 
all incorporated into substitute pages. Kindly substitute the pages for 
the original pages submitted. 

This written discussion respectfully traversing the examiner's 
opinion of applicability of the cited prior art to reject each of applicant's 
claims. 
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Applicant notes that the use of the terms "adapted" and "enable" 
do not positively recite the claimed invention and Applicant's attorney 
has reviewed the specification and claims and has clarified the use of the 
terms "adapted" and "enable" with the changes to the specification and 
claims to follow. Applicant's attorney respectfully believes that he has 
not added any new matter to the application by these changes and that 
such changes place the claims as supported by the specification in a 
state to be examined. 

IN THE SPECIFICATION : 

Page 6, line 30, delete "adapted by its" and in its place insert 
-preselected to be of a size and-. 

Page 6, line 33, after "therewith", insert --so as to not extend beyond the 
diametrical size of the bottle wall 12 thereby allowing the combination of 
bottle 10 and snack package 20 to be placed in substantially the same 
space occupied by just the bottle 10--. 

Page 7, line 1, after "sheet" insert -of a preselected thickness-. 
Page 7, line 3, delete "adapted by its" and it is place insert -of a-. 
Page 7, line 3, after "neck 14" insert, -in contact with snack package 20- 
Page 7, line 9, after "snack" insert -package 20, drink bottle 10 and-. 
Page 7, line 10, after "bottle" insert -10-. 

Page 7, line 15-16, delete "being adapted by its" and insert -having an-. 
Page 7, line 16, delete "by its" and insert -a selected-. 
Page 7, line 24, after "bottle wall" insert -12-. 

Page 8, line 4, delete "In" and insert -Now referring to Figures 7 and 8, 
there is depicted—. 

Page 8, line 6, after "which envelope" insert -50-. 
Page 8, line 6, after "snack package" insert -20-. 
Page 8, line 6, after "envelope" insert -30-. 
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Page 8, line 10, delete "adapted by- and insert --fabricated in a 
preselected shape thereby--. 

Pane 8 line 12, after "32" insert -of a preselected size so as to not extend 
beyond the diametrical size of the bottle wall 12 more than the thickness 
of wall 32 of the envelope 50-. 

Page 8, line 13, after "aperture" insert -34-. 

Page 8, line 16 contains element "surface 54" which is not evident in the 
drawing, insert -54- into Figure 7 and add -10-to Figure 7 to increase 
consistency, a marked up Figure 7 is attached. 

Page 8, line 16, delete "envelope 32" and insert -sealed snack envelope 
50-. 

Page 8, line 17, delete "with" and insert -over--. 

Page 8, line 20, delete "enablement of the". 

Page 8, line 20, after "wall 56" insert -is fabricated-. 

Page 8, lines, 21 and 9, delete "is inventively" and insert -by having-. 

Page 8, line 21, delete "protuberence" and insert -protuberance-. 

Page 8, line 21, after "snap" insert -removably/--. 

Page 8, line 24, delete "protuberence" and insert -protuberance-. 

Page 8, line 28, delete "the envelope" and insert.-and 8, the snack 
envelope 50—. 

Page 8, line 31, after "50" insert -before or after the snack envelope 50 is 
. removed from snap engagement with the bottle 10-. 

As required applicant's attorney has provided substitute pages 6, 
7, 8, and 9 of the specification and Fig 7 incorporating the above changes 
andrequests they be entered into the file. 

IN THE CLAIMS : 

Delete claim 10 and insert in place thereof: 

10. (First Amended) A combination drink bottle and snack package 
(envelope), the combination comprising: 
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a drink bottle providing a cylindrical bottle wall joined axially with 
a diminished diameter bottle neck, the bottle neck terminating at a 
removal bottle cap; and, 

a (sealed) snack package fabricated as an envelope (adapted for) 
having an inner wall and an outer wal l having a sealable opening 
mounted on said outer wall f or removabely r eceiving a snack food, the 
snack package envelope having a cylindrical envelope outer wall pined to 
said inner wall, terminating with an aperture at one end thereof, the 
aperture (adapted) having a size and shape for accepting the bottte neck 
and removable cap and located so that under the condition of said 
aperture engaged with said bottle ne ck and cap, there is a (for) 
positioning of the (a n) inner surface of the snack envelope mnerjouter) 
wall intimately against the bottle wall for securement therewith, the 
aperture (envelope) further providing a concentrically oriented cylindrical 
inner wall (enabled) for engagement with the bottle (neck) cap, the snack 
envelope extending diametrically from the bottle wall no more than by 
the thickness of the outer envelope wall thereby allowing said 
combination to occupy substantially the same space as a drink bottle 
alone. 

In Claim 1 1 line 2, after "positioned for" insert --removable--. 

In Claim 1 1 line 2, after "surface of the" insert -snack-. 

In Claim 1 1 line 3, delete "for sealing the envelope". 

In Claim 12 line 2, before "envelope" insert -snack--. 

In Claim 12 line 3, delete "envelope" and insert -opening of said 
aperture—. 

Delete claim 13 and insert the following in place thereof: 

13. (First Amended) The combination of claim 10 wherein the outer 
snack envelope wall is spirally scored so as to enable pealing the 
envelope without releasing said snack food from said envelope, thereby 
allowing a user to remove said snack envelope away from the drink 
bottle. 

Delete claim 14 and insert the following in place thereof: 

14 (First Amended) The combination of claim 10 (wherein the 
enablement) further comprising a catch mounted on (of) the inner wall 
for engagement with the bottle , *»M «iteh fabricated in the form of 
(is) an inwardly radially directed (protruberence) protuberance. 
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As required applicant's attorney has provided substitute page 12 
and 13 of the claims incorporating the above changes and requests they 
be entered into the file. 

AppUcant's has eliminated the terms "adapted" and "enable" in the 
claims and specification so as to better define the claims and positively 
recite the claimed invention. 

The claims are in a form to be examined and timely allowance is 
respectfully requested. 

The examiner has rejected claims 10, 14-15, 17 as being 
unpatentable over Brauner and states that the cylindrical bottle and 
cylindrical envelope are simply a design choice and therefore not 
inventive. 

Applicant's attorney respectfully traverses the examiner's 
conclusion because applicant's inventive step is at least combining two 
vending spaces (one for a drink and a second for a snack) into a smgle 
unit that can occupy and be vended from a single space without any 
modifications required to the vending machines. All of the prior art 
teaches using the entire vending space for either a bottle or snack. 

The examiner has rejected Claims 11-12 as being unpatentable 
over Brauner in view of Barnes. On reading Barnes, applicant s attorney 
only finds "A simple adhesive tape can be employed" Page 6, line 44 
which may be viewed as prior art by the examiner. However using tape 
to hold things in place is well established in the art and is not considered 
an inventive step by applicant by itself in the claims. The claims are 
dependent in nature and contain all of the limitations of the claims upon 
which they depend. Hence, these claims should be allowable. 

The examiner has rejected Claim 13 as being unpatenable over 
Brauner in view of Rea. Packaging multiple items within a single 
package and making that outside package easy to open is not the 
claimed inventive step by applicant as Claim 13 contains all of the 
limitations of the claims upon which it is dependent and should be 
allowed. 

The examiner has rejected Claim 16 as being unpatenable over 
Brauner in view of LaBarbera. Attachment of an overcover is well known 
in the art and not claimed as an inventive step by applicant m this 
dependent claim. Because the claim contains all of the limitations of the 
claims upon which it is dependent it should be allowed. 
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Applicant's attorney believes the submission is now in proper 
form to be fully examined and notice of allowance is anticipated. 



Respectfully submitted, 
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For: SNACK PACKAGE 
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BOTTLE 
Group: 1761 

Authorized Officer R. Forax 



GROUP NUMBER 1761 
I hereby certify that this correspondence 
is being deposited with the United 

States Postal Service as first 
class mail in an envelope 
ADDRESSED TO: 
Commissioner of Patents 
and Trademarks, Box 1450, 
Alexandria, VA, 20231 
MAY 2( 





Dated: 04 MAY 2004 
Palos Verdes Estates, California 



REQUEST FOR STATUS 

Mail Sop PCT 

Honorable Commissioner of Patents and Trademarks 
Alexandria , Virginia 22313-1450 
Attn: Examiner R. Forax 

Dear Assistant Commissioner: 

This office is attorney of record for the applicant. As we have not 
had any correspondence after filing the response to Paper 5, we 
respectfully request notification of the status of the examination of the 
application. 

Kindly note that I have filed a change of address and please send 
response tQ P.O. Box 207, Palos Verdes Estates, CA 90274. 



Respectfully submitted, 




Xjohn E. Halamka 
' Palos Verdes Estates, CA 
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In re Patent Application of 
BECKMAN, MARK J. 
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International application 
Number PCT/USO.O/ 1 1269 
Filed: 04/27/2000 



For: SNACK PACKAGE 
ADAPTER FOR A 
BOTTLE 
Group: 1761 

Authorized Officer R. Forax 



UNITED STATES PATENT 
TRADEMARK OFFICE 

GROUP NUMBER 1761 
thereby certify that this correspondence 
is being deposited with the United 

States Postal Service as first 
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Commissioner of Patents 
and Trademarks, Box 1450, 
Alexandria, VA, 20231 
On 4 MAY 2004 

John E. Halamka 
Dated: 04 MAY 2004 
Palos Verdes Estates, California 



REQUEST FOR STATUS 

Mail Sop PCT 

Honorable Commissioner of Patents and Trademarks 
Alexandria , Virginia 22313-1 450 
Attn: Examiner R. Forax 



Dear Assistant Commissioner: 



This office is attorney of record for the applicant. As we have not 
had any correspondence after filing the response to Paper 5, we 
respectfully request notification of the status of the examination of the 
application. 

Kindly note that I have filed a change of address and please send 
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United States Patent and Trademark office 



Office Of The Chief Information Officer 

Date 



ER ^ / / 



Dear: 





This is in response to your correspondence dated_ 

Your order for printed copies of the following U. S. Patent (s), Design Patent(s) Plant(s)Trademark(s) and/or 
a Patent Application(s) cannot be filled for the following reason(s). 
You may resubmit yonr order once correction has been made. 



Reference# 



)ur records indicate that you are*HH^2]ffifl^^^ 



l^^^^^jSnactiiFff. Copies of 



pending applications may only be obtained with written consent of the applicant, attorney of records, or 
assignee. 

{ } This office cannot identify the copy you requested- The information/number given is either incomplete or 
does not correspond with existing PTO records: 

Inventor name Filing/Issue date Title Mark 

{ } Insufficient payment was received. The total amount to process your order is $ . Please furnish 

the PTO with $ - t o complete the processing of your order. We will accept Visa, MasterCard, 
Check or Money Order. Make check or money order payable to Commissioner of Patent and Trademarks. 



{ } Copies of U.S Patent Number_ 



cannot be furnished. It has been withdrawn from issue. If there 



are other patents within your order, they are being processed and will be forwarded to you under separate 
cover. 

{ } Patent Number(s) requested is/are too high. No patent(s) have been issued in that patent number range. 

{ } Your credit card was declined for this sale. Please contact your card holder with any questions pertaining 
to this transaction. 



{ } Other: . 

If you havfe any question or need additional information, please contact our Customer Service Department at 
(703) 308-9726. 



Sincerely 



Customer Service 
Office of Public Records 




P.O. Box 1450, Alexandria. Virginia 22313-1450 -www.uspto.gov 
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PALOS VERDES ESTATES, CA 90274 



(310)316-6100 
FACSIMILE: (310) 541-8290 
EMAIL: halamka@usc.edu 



U.S. Department of Commerce 
Commissioner of Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 
Attn: File Management 



26 July 2004 
By Fax to 703-308-7948 
REQUEST FOR STATUS OF 
COPIES FAXED 9/9/04 



2: pfrt~£f 




RE: 1) 



U.S. Patent Application 
Serial No. 09/301,868 



Applicant: Mark James Beckman 



Docket PA 1640 



U.S. PCT Filing 



Serial No. PCT/US00/1 1269 



Applicant: Mark James Beckman 



Docket PA 1640.PCT 



I am the attorney of record for the above referenced Patent Applications. 

Problems have arisen in the prosecution of each application that I do not seem to be able 
to solve without obtaining a copy of the complete file as it stands in the Patent Office. I do not 
require a certified copy. 

Kindly provide a copy of both files at your earliest convenience. 

THIS IS THE SECOND REQUEST for the file for 09/301,868. The first request, dated 
12 July 2004 was denied as the reviewing person could not determine that I was the attorney of 
record. I responded to the First Office Action on this application with a request to change the 
attorney of record information to my office. I included a Declaration and Power of Attorney 
signed by the Applicant, Mark James Beckman. A copy of the first page of the Office Action 
and the Power of Attorney appointing this office as Attorney of Record is attached hereto. 

I understand that the cost of obtaining a copy of each file could be $200.00 or more. 
Your are hereby authorized to charge my Deposit Account for the cost of this process and 
preparing the copies or CD ROM for mailing to the above address. My Deposit Account 
Number is 080207. 




:nts: Page/f, Office Action 





United States Patent and trademark Office 



Ofrce Of The Chief Information Officer 



September 09, 2004 



JOHN E. HALAMKA 
P.O. BOX 207 

PALOS VERDES ESTATES,CA 90274 



This is to inform you that fulfillment of your request for the following documents) in your order dated 07- 
30-2004 will be delayed: 



The source media for the copies you requested cannot be located. We will be able to continue processing your 
order when the action indicated below is completed. At this time we cannot estimate the duration of the delay 
in fulfilling your order. 

0 A scanned image of the Patent Application as Filed is not available. The file wrapper has been requested 
to fill your order. 

□ The file wrapper required to fill your order has been placed on Official Search. 

□ The file wrapper required to fill your order is currently being reconstructed. 

□ The Trademark application of the required file wrapper was abandoned for two years and in accordance 
with Office policy was destroyed. The file wrapper is currently being reconstructed. 

We regret any inconvenience this delay may cause. If you have any questions or need additional information, 
please contact our Customer Service Department. Please reference Order Number 1205737 in any 
correspondence. 

Mailing Address: Delivery A ddress: 

Mail Stop Document Services, U.S. Patent and Trademark Office 

Director of theTTS7 Patent and Trademark Office Office of Public Records, Customer Service 

P.O. Box 1450 1213 Jefferson Davis Highway, Suite 300 

Alexandria, VA 22313-1450 Arlington VA 22202 

For faster processing of new orders, please specify as appropriate: 

Box 9 (Copy Sales) for Uncertified copies, or Box 10 for Certified copies of PTO Documents 

Order your copies of USPTO documents on the Web. It's fast, easy, and secure! Go to 
(http:/fefote&iQptOrggv/oems25p/index. html) and order today! 



_ ._0930]_8-68_ 
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POST OFFICE BOX 207 
PALOS VERDES ESTATES, CA 90274 
(310)316-6100 
FACSIMILE: (310) 541-8290 
EMAIL: halamka@usc.edu 

26 July 2004 

U.S. Department of Commerce By Fax to 703-308-7948 . 

Commissioner of Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Attn: File Management 

RE: 1) U.S. Patent Application 
Serial No. 09/301,868 
Applicant: Mark James Beckman 
Docket PA 1640 
2) U.S. PCT Filing 

Serial No. PCT/US00/1 1269 
Applicant: Mark James Beckman 
Docket PA 1640.PCT 

Dear Sirs: 

I am the attorney of record for the above referenced Patent Applications. 

Problems have arisen in the prosecution of each application that I do not seem to be able 
to solve without obtaining a copy of the complete file as it stands in the Patent Office. I do not 
require a certified copy. 

Kindly provide a copy of both files at your earliest convenience. 

THIS IS THE SECOND REQUEST for the file for 09/301,868. The first request, dated 
12 July 2004 was denied as the reviewing person could not determine that I was the attorney of 
record. I responded to the First Office Action on this application with a request to change the 
attorney of record information to my office. I included a Declaration and Power of Attorney 
signed by the Applicant, Mark James Beckman. A copy of the first page of the Office Action 
and the Power of Attorney appointing this office as Attorney of Record is attached hereto. 

I understand that the cost of obtaining a copy of each file could be $200.00 or more. 
Your are hereby authorized to charge my Deposit Account for the cost of this process and 
preparing the copies or CD ROM for mailing to the above address. My Deposit Account 
Number is 080207. 

Sincerely, 

Attachments: Page 1, Office Action 

POW John E. Halamka 
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U.S. Department of Commerce 
Commissioner of Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 
Attn: File Management 



POST OFFICE BOX 207 
PALOS VERDES ESTATES, CA 90274 
(310)316-6100 
FACSIMILE: (310) 541-8290 
EMAIL: halamka@usc.edu 

26 July 2004 
By Fax to 703-308-7948 . 
REQUEST FOR STATUS OF 
COPIES FAXED 9/9/04 
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DEPOSIT ACCOUNT BILLED 
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Dear Sirs: 
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1) U.S. Patent Application 
Serial No, 09/301,868 
Applicant: Mark James Beckman 
Docket PA 1640 
U.S. PCT Filing 
Serial No. PCT/US00/1 1269 
Applicant: Mark James Beckman 
Docket PA 1640.PCT 



I am the attorney of record for the above referenced Patent Applications. 

Problems have arisen in the prosecution of each application that I do not seem to be able 
to solve without obtaining a copy of the complete file as it stands in the Patent Office. I do not 
require a certified copy. 



Kindly provide a copy of both files at your earliest convenience. 



THIS IS THE SECOND REQUEST for the file for 09/301,868. The first request, dated 
12 July 2004 was denied as the reviewing person could not determine that I was the attorney of 
record. I responded to the First Office Action on this application with a request to change the 
attorney of record information to my office. I included a Declaration and Power of Attorney 
signed by the Applicant, Mark James Beckman. A copy of the first page of the Office Action 
and the Power of Attorney appointing this office as Attorney of Record is attached hereto. 

I understand that the cost of obtaining a copy of each file could be $200.00 or more. 
Your are hereby authorized to charge my Deposit Account for the cost of this process and 
preparing the copies or CD ROM for mailing to the above address. My Deposit Account 
Number is 080207. 

/Attachments^ Action /ijL ^^£*J~^ 

P0W__^ pE. Halamka 





Uimatedl States 
Pateiratt amdl 
Tiadleirmairlk Office 



De posit Account Statement 

Requested Statement Month: 

Deposit Account Number: 

Name: 

Attention: 

Address: 

City: 

State: 

Zip: 



August 2004 
080207 

JOHN E HALAMKA 
P.O. BOX 207 

PALOS VERDES ESTATES 

CA 

90274 



DATE SEQ 



POSTING 
REF TXT 



ATTORNEY 

DOCKET 

NBR 



FEE 
CODE 



AMT 



BAL 



08/03 358 09301868 PA1 640,1 640. PCT 8008 $200.00 $805.00 

08/03 359 PCT/US00/1 1269 PA1640.1640.PCT 8008 $200.00 $605.00 

08/11 658 78465312 TM1688 7001 $335.00 $270.00 

08/13 1 E-REPLENISHMENT 9203 -$1,500.00 $1,770.00 

START SUM OF SUM OF END 

BALANCE CHARGES REPLENISH BALANCE 

$1,005.00 $735.00 $1,500.00 $1,770.00 



Need Hel p? | Return to USPTO Home Page | Return to Finance Online Sho ppin g Page 



ittps://ramps.uspto.gov/eram/Controllerysessionid=ramps.uspto.gov-101a8:41 530d50: 1 1078al 1937cf4 9/23/200' 
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UftOTED STATES AGO) TOADEC2ARCt OFFICE 



CIHIAMGE OF ADDBSESS 
FOR 

REGOSTEKEO IPATEOT ATTORNEYS AND A©EN1TS 

Please use this form to update your correspondence/business and home addresses. The correspondence/business 
address provided will be the only address posted in the Roster of Agents and Attorneys, unless you indicate otherwise. 
This address update form must be signed by the attorney or agent and include the registration number. - 



NAME (last, first, middle name or initial) 



Palamka, John E, 



REGISTRATION NUMBER (Requiirod) 
30,177 



CORRESPONDENCE / BUS8NESS MAR3E (employer, corporation, law firm, or U.S. Government agency, etc.) 



Law Offices of John E „ Halamka 



CORRESPONDENCE / BUSINESS ADDRESS (street, building, suite, etc.) 



300 5 Via Borica 



CITY 

Palos Verdes Estates 


STATE 
CA 


ZIP CODE 
J0274 


OtMSRESPOSffilHaCE/BUffiEaESSTELEP'MOME 

(310) 316-6100 


HOME ADDRESS 

3005 Via Borica 


CITY 

Palos Verdes Estates 


STATE 
CA 


ZAP CODE 
90274 


HOME TELEPHONE 
(310) 541-R290 



This address change is only for the roster of Attorneys and Agents and will not change the address of any applications 
in the patent process. 

Note: US Government employees most list tfoeHir agency address as theftr conrespondemce/bodness address. 

If you have any questions regarding your address of record in the Office of Enrollment and Discipline, please call 
(703) 306-4097 

Ifonm to:TtoDtroc^tf tfteUn^Sta^ 





ature of Registered Attorney or Agent (Required) 




y» <~ 



ORIGINAL 



PTO/SB/123 (04-05) 
Approved for use through 11/30/2005. OMB 0651-0035 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 



Under the Paperwork ReductiorvActQU595. no oersons are r 


eauired to resoond to a coltectio 


n of information unless it disdavs a valid OMB control number. 


CHANGE OF 
CORRESPONDENCE ADDRESS 
Patent 

Address to: 
Mail Stop Post Issue 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 


Patent Number 


\ 


Issue Date 




Application Number 


!Jy/ JUl, ob o 


Filing Date 


29 April 1999 


First Named Inventor 


Mark J. Beckman 


Attorney Docket 
Number 


PA1.640 J 



Please change the Correspondence Address for the above-identified patent to: 
The address associated with Customer Number: 



000041953 



Firm or 

Individual Name LAW OFFICE OF JOHN E. HALAMKA 



z Address p.p. BOX 20 7 



City PALPS' VERDES ESTATES 



State CA 



Zip 90274 



Country 



USA 



Telephone 316-6100 



Email halamka@usc . edu 



This form cannot be used to change the data associated with a Customer Number. To change the data associated with an 
existing Customer Number use "Request for Customer Number Data Change" (PTO/SB/1 24). 

This form will not affect any "fee address" provided for the above-identified patent To change a "fee address" use the "Fee 
Address Indication Form" (PTO/SB/47). 

I am the: 

□ Patentee. 

I | Assignee of record of the entire interest. See 37 CFR 3.71 . 

Statement under 37 CFR 3.73(b) is enclosed. (Form PTO/SB/96). 

^ Attorney or agent of record. Registration Number 3Q177 . 



Signature 





Typed or 
Printed Name 



JOHN F , HALAMKA 



Date 



20 June 2005 



Telephone 310-316-6100 



NOTE: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required. Submit multiple forms 
if more than one signature is required, see below*. 



I I Total of _ 



forms are submitted. 



This collection of information is required by 37 CFR 1.33. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO 
to process) an application. Confidentiality is governed by 35 U.S.C 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 3 minutes to complete, 
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on 
the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and 
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Mail Stop Post Issue, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313*1450. 



If you need assistance in completing the fonv, call 1-800-PTO-9199 and select option 2. 



PA1.668FULL 



in the united states patent 
and trademark: office 



In re Patent Application of 
MARK JAMES BECKMAN 

Serial No.: 09/301,868 



Filed 04/29/99 

For: SNACK PACKAGE ADAPTER 
FOR A BOTTLE 



I hereby certify that this correspondence 

is being deposited with the United 

States Postal Service as EXPRESS MAIL in 

an envelope 

ADDRESSED TO: 

Mail Stop Petitions 

Commissioner of Patents 

and Trademarks, Washington, 

20231 on ^/ l^u^^ i 




E. Halamka 
"Dated: L^June 2005 
Palos Verdes Estates, California 



Examiner: John J. Gillen, Jr. Senior Attorney, Office of Petitions 

AMENDED 

Response filed with supplemental petition to revive unavoidably abandoned 

a pplication 



RESPONSE TO OFFICE ACTION DATED 03/30/01 
RECEIVED 10/10/04 

Honorable Commissioner of Patents and Trademarks 
Washington, D. C. 20231 

Responsive to the Office action dated 03/03/01, it is requested that the attached 
Continuation in Part be filed in place of the pending application 09/301,868 and that the 
original application be abandoned in place of the Continuation in Part. 

The original application was marked abandoned for failure to respond to this office 
action. Such failure was unavoidable as the action was not mailed to myself, the new 
attorney of record, nor to the prior attorney of record. 



■ An original petition to revives was filed and denied therefore this supplemental 

petition to revive the original patent is also enclosed. 



PA1.668FULL 



The examiner has found that the respond to Paper 5, filed by John E. Halamka, adds 
new matter to the patent application. Applicant's attorney respectfully disagrees but knows 
that a better response is to fine the application again with the "new matter" as a continuation 
in part. This is the course of action taken along with the petition to revive. 

Applicant's attorney respectfully requests the filing of the Continuation in Part with 
the priority of the original patent application pending its successful revival. 

Upon consideration of the above remarks, the applicant respectfully believes that the 
application will be found in condition for review and such review is respectfully solicited. 

As this response is mailed within 2 months of actual receipt of the office action 
Applicant's Attorney does not believe any fees for late filing are due. However, if any are 
due, Applicant's Attorney hereby authorizes a charge to his deposit account 080207. The 
denial of the first petition has brought to my attention that a REQUEST FOR 
CONTINUED EXAMINATION DOES require a fee o f$395.00 and applicant's attorney 
hereby authorizes the payment of this fee by means of his deposit account. 

Respectfully submitted, 
I/John E. Halamka 




United States Patent and Trademark Office 



Commissioner for Patents 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

www.uspto.gov 



JJGJR.: 03-05 

Paper No: 11 



JOHN E. HALAMKA, ESQ 
SUITE 590 

21515 HAWTHORNE BLVD. 
TORRANCE CA 90503 



In re Application of 
Beckman 

Application No. 09/301,868 

Filing Date: 29 April, 1999 

Attorney Docket No. PA1 .668FULL/640.CIP 



COPY MAILED 

APR 2 9 2005 
OFFICE OF PETITIONS 



DECISION 



This is a decision on the petition filed on 21 December, 2004, alleging, inter alia, unavoidable 
delay under 37 C.F.R. §1.1 37(a). 



, For the reasons set forth below, the petition as considered under 37 C.F.R.§1. 137(a) is 
DISMISSED 



The Revocation/Power of Attorney submitted on 10 December, 2004, hereby is acknowledged 
and accepted. However, the address of record is that set forth above, and, while Petitioner 
has suggested within his papers an indication that his current correspondence (mailing) 
address is something other than that listed in the Revocation/Power of Attorney. Petitioner 
has, as of this writing, failed to Notice the Office as to any such change. Therefore, 
Petitioner hereby is placed on notice that while a courtesy copy of this decision is being 
directed to the post office box address listed at the end of this decision, the address of 
record will remain that as listed above until such time as Petitioner properly Notices the 
Office of any change in that regard . 
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NOTES : 

(1) Any petition (and fee) for reconsideration of this decision under 37 C.F.R. 
§1.1 3 7(a) (as to unavoidable delay) or an alternative request for relief under 37 
C.F.R. § 1.137(b) 1 (as to unintentional delay) must be submitted within two (2) 
months from the mail date of this decision. Extensions of time under 37 C.F.R. 

§ 1 . 1 36(a) are permitted. The reconsideration request should include a cover letter 
entitled "Renewed Petition under 37 C.F.R. §1.1 37(a)"; and/or "Petition under 37 
C.F.R. §1. 137(b)"; 

(2) Thereafter, there will be no further reconsideration of this matter . 



BACKGROUND 

The record reflects that: 

Petitioner failed to reply timely and properly to the non-final Office action mailed on 30 
March, 2001, with reply due absent extension of time on or before Monday, 2 July, 2001; 

the instant application went abandoned after midnight 30 June, 2001 ; 

the Office mailed a Notice of Abandonment on 6 November, 2001; 

although Petitioner discusses activities alleged to have occurred dating back to January 
2001 through the filing of the instant petition on 10 December, 2004, there is no evidence 
of record that indicates Petitioner Noticed the Office with a Revocation/Power of 
Attorney prior to 10 December, 2004-contemporaneously with the filing of the instant 
petition; 

in fact, the instant petition recites: "I suspect that because I was not Attorney of record for 
09/301,868, my request to change [the address of record in the application] was not 
honored"; 



Effective December 1, 1997, the provisions of 37 C.F.R. §1.1 37(b) now provide that where the delay in reply was unintentional, a 
petition may be filed to revive an abandoned application or a lapsed patent pursuant to 37 C.F.R. §1 .137(b). a grantable petition filed under the 
provisions of 37 C.F.R. §1.1 37(b) must be accompanied by: 

(1) the required reply, unless previously filed. In a nonprovisional application abandoned for failure to prosecute, the required reply may be 
met by the filing of a continuing application. In an application or patent, abandoned or lapsed for failure to pay the issue fee or any portion 
thereof, the required reply must be the payment of the issue fee or any outstanding balance thereof. 

(2) the petition fee as set forth in 37 C.F.R. §1 .1 7(m); 

(3) a statement that the entire delay in filing the required reply from the due date for the repiy until the filing of a grantable petition pursuant to 
37 C.F.R. §1 .137(b) was unintentional . The Commissioner may require additional information where there is a question whether the delay was 
unintentional; and 

(4) any terminal disclaimer (and fee set forth in 37 C.F.R. § 1.20(d)) required pursuant to 37 C.F.R. §1.1 37(c). (Emphasis supplied.) 



*1 
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Petitioner provides no documentary evidence, such as date-stamped receipt cards ( see : 
MPEP §503 2 )) to support allegations as to any filings-including Requests for Status; 

moreover, as of this writing Petitioner provides no sufficient basis for waiting almost 43 
months to act to revive the instant application; and 

while Petitioner suggests at one point in the petition and the Power of Attorney submitted 
directs that his office address is as listed at the top of this decision, he indicates at another 
that his address P.O. Box 207, Palos Verdes Estates, CA 90274-however, there is no 
indication that a formal Notice of Change of Address has been filed of record herein, and 
Petitioner must cure that deficiency; 

Petitioner acknowledges that his response is to a final Office action, however, his reply is 



MPEP §503 provides in pertinent part: 
§503 Application Number and Filing Receipt 

* * * 

A return postcard should be attached to each patent application for which a receipt is desired. It is important that the return postcard 
itemize all of the components of the application. If the postcard does not itemize each of the components of the application, it will not serve as 
evidence that any component which was not itemized was received by the United States Patent and Trademark Office (USPTO). It should be 
recognized that the identification of an application by application number does not necessarily signify that the USPTO has accepted the 
application as complete (37 C.F.R. §1. 53(a)). 

* * * 

RETURN POSTCARD 

If a receipt of any item (e.g., paper or fee) filed in the USPTO is desired, it may be obtained by enclosing with the paper a self-addressed 
postcard specifically identifying the item. The USPTO will stamp the receipt date on the postcard and place it in the outgoing mail. A postcard 
receipt which itemizes and properly identifies the items which are being filed serves as prima facie evidence of receipt in the USPTO of all the 
items listed thereon on the date stamped thereon by the USPTO. 

The identifying data on the postcard should be so complete as to clearly identify the item for which receipt is requested. For example, the 
postcard should identify the applicant's name, application number (if known), confirmation number (if known), filing date, interference number, 
title of the invention, etc. The postcard should also identify the type of paper being filed, e.g., new application, affidavit, amendment, notice of 
appeal, appeal brief, drawings, fees, motions, supplemental oath or declaration, petition, etc., and the number of pages being submitted. If a new 
application is being filed, all parts of the application being submitted should be separately listed on the postcard, e.g., the number of pages of 
specification (including written description, claims and abstract), number of claims, number of sheets of drawings, number of pages of 
oath/declaration, number of pages of cover sheet (provisional application). 

The postcard receipt will not serve as prima facie evidence of receipt of any item which is not adequately itemized on the postcard. For 
example, merely listing on the postcard "a complete application" or "patent application" will not serve as a proper receipt for each of the 
required components of an application (e.g., specification (including claims), drawings (if necessary), oath or declaration and the application 
filing fee) or missing portions (e.g., pages, sheets of drawings) of an application if one of the components or portion of a component is found to 
be missing by the USPTO. Each separate component should be specifically and properly itemized on the postcard. Furthermore, merely 
incorporating by reference in the postcard receipt, the items listed in a transmittal letter will not serve as prima facie evidence of receipt of those 
items. 

The person receiving the item(s) in the USPTO will check the listing on the postcard against the item(s) being filed to be sure they are 
properly identified and that all the items listed on the postcard are presently being submitted to the USPTO. If any of the items listed on the 
postcard are not being submitted to the USPTO, those items will be crossed off and the post-card initialed by the person receiving the items. 
Upon return of a postcard receipt from the USPTO, the postcard receipt should be promptly reviewed by the person who filed the items to ensure 
that every item specifically denoted on the postcard was received by the USPTO. If the postcard receipt has been annotated to indicate that a 
particular item denoted on the postcard was not received by the USPTO, the postcard receipt will not serve as prima facie evidence of receipt of 
that item in the USPTO . (Emphasis supplied.) ^ 
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not a proper reply as submitted with the instant petition to a final Office action, 3 and 
Petitioner is directed to the regulations at 37 C.F.R. §1.114; 

Petitioner styles his petition as one alleging "unavoidable delay" to be considered under 
37 C.F.R. § 1.137(a), and buries within the paper what appears to be an alternative plea 
for relief under the provisions of 37 C.F.R. §1.1 3 7(b)-/. e. 9 alleging unintentional 
delay-and Petitioner is directed to the regulations at 37 C.F.R. § 1.4(d); 

Petitioner suggests but does not support allegations to be considered as a request to 
withdraw the holding of abandonment under 37 C.F.R. §1.181. 



STATUTES. REGULATIONS AND ANALYSIS 

Congress has authorized the Commissioner to "revive an application if the delay is shown to the 
satisfaction of the Commissioner to have been "unavoidable." 35 U.S.C. §133 (1994). 4 

The regulations at 37 C.F.R. §1.1 37(a) and (b) set forth the requirements for a petitioner to revive 
a previously unavoidably or unintentionally, respectively, abandoned application under this 
congressional grant of authority. The language of 35 U.S.C. §133 and 37 C.F.R. §1. 137(a) is 
clear, unambiguous, and without qualification: the delay in tendering the reply to the outstanding 
Office action, as well as filing the first petition seeking revival, must have been unavoidable for 
the reply how to be accepted on petition. 5 

Delays in responding properly raise the question whether delays are unavoidable. 6 Where there is 
a question whether the delay was unavoidable, Petitioners must meet the burden of establishing 
that the delay was unavoidable within the meaning of 35 U.S.C. §133 and 37 C.F.R. §1. 137(a). 7 



A proper reply is a an amendment prima facie placing the application in condition for allowance, a Notice of Appeal, or a CPA or 
RCE (with fee and submission). (See: MPEP §71 1.03(c).) 

4 35 U.S.C. §133 provides: 

35 U.S.C. §133 Time for prosecuting application. 

Upon failure of the applicant to prosecute the application within six months after any action therein, of which notice has been given or mailed to 
the applicant, or within such shorter time, not less than thirty days, as fixed by the Commissioner in such action, the application shall be 
regarded as abandoned by the parties thereto, unless it be shown to the satisfaction of the Commissioner that such delay was unavoidable. 

5 Therefore, by example, an unavoidable delay in the payment of the Filing Fee might occur if a reply is shipped by the US Postal 
Service, but due to catastrophic accident, the delivery is not made. 

6 See: Changes to Patent Practice and Procedure, Final Rule Notice, 62 Fed. Reg. at 53 1 58-59 (October 1 0, 1 997), 1 203 Off. Gaz 
Pat. Office at 86-87 (October 21, 1997). 

7 See: In re Application ofG . 1 1 USPQ2d 1378, 1380 (CommY Pats. 1989). 
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And the Petitioner must be diligent in attending to the matter. 8 Failure to do so does not 
constitute the care required under Pratt , and so cannot satisfy the test for diligence and due care. 

(By contrast, unintentional delays are those that do not satisfy the very strict statutory and 
regulatory requirements of unavoidable delay, and also, by definition, are not intentional 9 )) 

As to Allegations to Seek 
Withdrawal of the holding of abandonment 

The courts have determined the construct for properly supporting a petition seeking withdrawal 
of a holding of abandonment. 10 

Petitioner has made no documented showing in support of such allegations. 

Accordingly, the petition to withdraw the holding of abandonment as considered under 37 C.F.R. 
§1.181 must be and hereby is dismissed . 

As to the Allegations 
of Unavoidable Delay 

The requirements for a grantable petition under 37 C.F.R. § 1.137(a) are the petition and fee, a 
showing of unavoidable delay, a proper reply, and-where appropriate-a terminal disclaimer and 
fee if the application was filed before 8 June, 1995. 

Petitioner has failed to satisfy the "showing" and the "reply" requirements under the regulation. 

As to the Allegations 
of Unintentional Delay 

The requirements for a grantable petition under 37 C.F.R. §1. 137(b) are the petition and fee, a 
statement of unintentional delay (however, there may be a greater requirement if, as here, the 



See: Diligence in Filing Petitions to Revive and Petitions to Withdraw the Holding of Abandonment , 1 1 24 Off. Gaz. Pat. Office 33 
(March 19, 1991). It was and is Petitioner's burden to exercise diligence in seeking either to have the holding of abandonment withdrawn or the 
application revived. See 1 124 Off. Gaz. Pat. Office supra . 

9 

Therefore, by example, an unintentional delay in the reply might occur if the reply and transmittal form are to be prepared for 
shipment by the US Postal Service, but other pressing matters distract one's attention and the mail is not timely deposited for shipment. 

10 See : Delgarv. Schulver , 172 USPQ 513 (D.D.C. 1971). 
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delay is of such an extended period), a proper reply, and-where appropriate--a terminal 
disclaimer and fee if the application was filed before 8 June, 1995. 

Petitioner has failed to satisfy the "showing" and the "reply" requirements under the regulation. 



CONCLUSION 

The petition as considered under 37 C.F.R. §1.181 as a request to withdraw the holding of 
abandonment is dismissed . 

The petition under 37 C.F.R. §1.1 37(a) is dismissed . 

The petition under 37 C.F.R. § 1 .137(b) hereby is dismissed . 

Further correspondence with respect to this matter should be addressed as follows: 

By mail: Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

By FAX: IFW Formal Filings 
(703) 872-9306 
ATTN.: Office of Petitions 



By hand: Mail Stop: Petition 

Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 
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Telephone inquiries concerning this decision maybe directed to the undersigned at (571) 272- 
32M. 



John J. GrW, Jr. 
Senior Attorney 
Office of Petitions 

cc: 

JOHN E. HALAMKA, ESQ 
P.O. Box 207 

Palos Verdes Estates, CA 90274 
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